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This paper is submitted in response to an Office Action setting forth a restriction 
requirement in the application. The Office Action was dated May 29, 2003 and set a shortened 
statutory period of one month for the response. The response was due June 29, 2003. A petition 
for a three month extension of time is submitted herewith extending the due date for response to 
September 29, 2003. Therefore, this response is timely filed. 
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I. Response to Restriction Requirement. 

The Office Action set forth a 43-way restriction requirement. The restriction is premised 
on the assertion that claims 33 and 34 are each improper Markush claims. The Office Action 
asserts the plurality of antibodies which bind to a specific tau epitope amino acid recited in these 
claims lack a common utility which is based upon a shared structural feature lacking from the 
prior art. 

In response to the restriction requirement, Applicants provisionally elect examination of 
Group XXVII (corresponding to amino acid residue 262 of SEQ ID NO:l). This election is 
made with traverse. 

II. Traversal of Restriction Requirement. 

Applicants request that the restriction requirement be reconsidered because the 
examiner has not shown that a serious burden would be required to examine all of the members 
of the Markush group. MPEP §803.02 states: 

If the members of a Markush group are sufficiently few in number 
or so closely related that search and examination of the entire 
claim can be made without serious burden, the examiner must 
examine all the members of the Markush group in he claim on 
the merits, even though they are directed to independent and 
distinct inventions . In such a case. . .will not require restriction, 
(emphasis added) 

Although the antibodies recited in claim 33 are chemically distinct, the antibodies 
share a common utility and thus satisfy the unity of invention requirement. Each antibody binds 
phosphorylated tau. Indeed, the preamble of claim 33 recites the limitation that the antibody 
" . . .binds phosphorylated tau, wherein the antibody binds a tau epitope comprising a serine or 
threonine reside only when the serine or threonine residue is phosphorylated,. . Furthermore, 
even if the antibodies are distinct or independent inventions, the Examiner has not shown that a 
serious burden would be required to search and examine all of the antibodies of the Markush 
group. (See M.P.E.P. §803.02 above). The Applicants submit the Examiner would not be 
compelled to search individual antibody amino acid sequences. Rarely are such sequences 
known, and therefore "searchable." Rather, antibodies are defined, and thus searched in general 




by the antigen it recognizes, and more specifically by the specific epitopes they recognize. 
Accordingly, each of the antibodies in the Markush group could easily be searched together with 
terms as simple as "phosphorylated tau." Antibodies identified by such a search could then be 
scrutinized to determine if specific epitopes they recognize are identified and, if so, whether they 
are included in the claims at issue. 

Moreover, the Office Action fails to show that the antibodies of the Markush 
group are recognized as divergent subject matter or that non-coextensive literature searches are 
required. The statement in Paragraph 4 is contradictory with other statements in the Office 
Action itself. Paragraph 2 states that the individual antibodies all belong to the same class and 
subclass (class 530, subclass 387.1), which is inconsistent with the statement that the inventions 
. .have acquired a separate status in the art as shown by their different classification. . Thus, 
given the lack of any showing of an undue burden on the Examiner along with the indication that 
all of the peptides are from the same class and subclass, the restriction between each individual 
antibody is improper. 

Applicants respectfully submit that the Examiner has not shown that the criteria 
for a proper restriction requirement have been satisfied. Initially, the Examiner has not shown 
that it would be a serious burden to search and examine the Markush group. Paragraph 7 of the 
Office Action states that the "these inventions have acquired a separate status in the art as shown 
by their different classification, recognized divergent subject matter, and non-coextensive 
literature searches. . However, other than this blanket statement, the Office Action fails to 
provide any showing that it would be a serious burden on the Examiner to search and examine 
each member of the Markush group. Accordingly, Applicants respectfully request that the 
Examiner reconsiders the restriction requirement. 
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